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DETAILED ACTION 

Note: This office action was made final because claims 3 and 31 were rejected 
improperly in the last office action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 4-5 13-20, 23, 28, 40, 67-72, 75-77, 79-82 and 87-90 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Engelman. 

Engelman discloses in figures 5-6 a leg elevator that anticipates a prosthesis 
comprising a protective device (or referred to as a protective structure) 17, a hard outer 
shell 10. The pad is made of a soft material (foam), the pad is made in a semicircular 
shape and a means S1-S3 for securing. The pad extends beneath the foot and heel 
(fig. 6). The protective structure is shaped to be placed between a body part and a 
supporting surface. The (pad) protective device is fabricated of a firmness. The pad is 
fabricated of a material that enables tissue growth (foam) and dissolves over time. 
Engelman discloses a cut-out in the device. The cut-out is the opening between the 
side. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2 and 4-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mercer. 

Mercer discloses in figures 1-5 a cast that anticipates a prosthesis comprising a 
protective device 18, a rigid outer shell 14 and a rigid inner shell 16. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
E.ngelman in view of Vazquez 

Engelman discloses in figures 5-6 a leg elevator that anticipates a prosthesis, 
substantially as claimed. However, Engelman doesn't disclose a mesh material. 
Vazquez teaches in figures 1-2 a limb support comprising a mesh material (col. 4, lines 
20-23). It would have been obvious to one having ordinary skill in the art at the time 
that the invention was made that the mesh material disclosed by Vazquez could be 
incorporated into the device disclosed by Engelman in order to use the mesh material to 
allow the device to breathe. 

Claims 6, 11-12, 24-30 33-36 and 38-39 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Engelman. 



Application/Control Number: 09/818,722 Page 4 

Art Unit: 3764 

Engelman discloses in figures 5-6 a prosthesis, device, substantially as claimed. 
However, Engelman doesn't disclose the pad having a thickness of one fourth of 
an inch, a length one quarter of an inch and a width one quarter of an inch. It 
would have been obvious to one having ordinary skill in the art at the time that 
the invention was made that the thickness of the pad disclosed by Engelman 
could be one fourth of an inch and the width and the length c ould be one 
quarter of an inch because the dimension is not critical and it doesn't provide 
novelty over the prior art. The width and length of the pad being between one 
quarter and six inches is a design choice. 

Claims 27 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Engelman. 

Engelman discloses in figures 5-6 a leg elevator that anticipates a prosthesis, 
substantially as claimed. However, Engelman does not disclose the protective device 
being a rectangular shaped. It would have been obvious to one having ordinary skill in 
the art at the time that the invention was made that the protective device disclosed by 
Engleman could be rectangular shape because it is a design choice as to how the 
protective device is shaped. The protective device could also be oblong in shape. 

Claims 31-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engelman in view of Swartz, along with Barth. 

Engelman discloses in figures 5-6 a leg elevator, that anticipates a prosthesis, 
substantially as claimed. However, Engelman does not disclose a layer between the 
user's skin and the outer surface of the pad. Swartz teaches in figure 2 a protective 
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device comprising a layer 14 that is located between a layer 16 and the outer skin of the 
user's foot. Barth teaches in figure 1 a pad that can be used to support the ankle, 
wherein the pad has a dressing 5 thereon. It would have been obvious to one having 
ordinary skill in the art at the time that the invention was made that the layer that is 
between the user's skin and the lower layer as taught by Swartz could be incorporated 
into Engelman in order to have a layer that is breathable to allow air to pass through the 
layer. The dressing could be used to absorb bodily fluids and to protect the ankle from 
chafing. 

Claims 73-74 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engelman in view of Suzuki. 

Engelman discloses in figures 5-6 a leg elevator, that anticipates a prosthesis, 
substantially as claimed. However, Engleman does not disclose the pad including a 
fatty substance. Suzuki teaches in figure 1 a protective device comprising a fatty 
substance that includes a tatty substance that includes silicone (col. 6, lines 29-31). It 
would have been obvious to one having ordinary skill in the art at the time that the 
invention was made that the fatty substance including the silicone as taught by Suzuki 
could be incorporated into the device disclosed by Engleman in order to use the silicone 
to prevent fluids from being absorbed into the protection device. 

Allowable Subject Matter 

Claims 21-22 are allowed. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Brown whose telephone number is 571-272- 
4972. The examiner can normally be reached on 5:30 am-4:00 pm Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gergory Huson can be reached on 571-272-4887. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



M. Brown 
February 6, 2006 
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